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Art Unit: 3676 

DETAILED ACTION 

Claim Objections 

1 . Claim 5 is objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim cannot depend from any other multiple 
dependent claim. See MPEP § 608.01 (n). 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 7, 9, and 12 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

4. The term "substantially" in claims 7, 9, and 12 is a relative term which 
renders the claim indefinite. The term "substantially" is not defined by the claim, 
the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. The use of the term "substantially" in claim 7 and 
claim 12 renders the scope of the elongated channel indefinite. In claim 9, the 
term renders the scope of the placement of the plurality of elements along the 
length of the tubular element indefinite. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

6. Claims 1-5 and 7-12 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Bosma et al. (WO 03/008756). 

With respect to independent claim 1 , the reference teaches a device for 
expanding into a cavity (26) being at least partly defined by a casting material 
(14) disposed in the borehole (1) characterized by an annular element (16, 18, 
20, 22, 24) disposed on a tubular element (11) in the borehole and comprising 
an expandable material capable of extending from a retracted state to an 
expanded state (30, 31, 32, 33, 34). 

With respect to depending claims 2 and 3, the reference teaches the 
device wherein the cavity is at least partly defined by the borehole wall, and, the 
device wherein the cavity is at least partly defined by the tubular element (see p. 
2, lines 29-31). 

With respect to depending claims 4 and 5, the reference teaches wherein 
the cavity at least partly holds a fluid, and, further, wherein the annular element 
is adapted to extend from the retracted state to the expanded state as a reaction 
to exposure to a fluid in the cavity (see p. 2, lines 6-21). 

With respect to depending claim 7, the reference teaches wherein the 
cavity comprises an elongated channel substantially defined by the casting 
material, the tubular element, and the borehole wall (see Figure 1). 

With respect to independent claim 8, the reference discloses a method for 
providing a barrier in a cavity (26) in a borehole (1), said cavity being at least 
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partly defined by a casting material (14) disposed in the borehole, characterized 
by the steps of: on a tubular element (11), disposing one or more annular 
elements (16, 18, 20, 22, 24) comprising an expandable material capable of 
extending from a retracted state to an expanded state (30, 31, 32, 33, 34); 
extending the tubular element into the borehole; providing a casting material into 
a first volume defined by a borehole wall and the outer surface of said tubular 
element; whereby the expandable material may extend into said cavity (p. 7, line 
5 - p. 8, line 11). 

With respect to depending claim 9, the reference teaches wherein the 
annular elements comprise a plurality of elements placed at substantially regular 
intervals along a length of the tubular element (see Figure 1- 16, 18, 20, 22, 24). 

With respect to depending claim 10, the reference teaches wherein the 
expandable element is adapted to extend from a retracted state to an expanded 
state as a reaction to exposure to a fluid in the cavity (see p. 2, lines 6-21). 

With respect to depending claim 1 1 , the reference teaches wherein the 
expandable material extends into the cavity after the casting material has 
hardened (p. 7, line 5 - p. 8, line 1 1 ). 

With respect to depending claim 12, the reference teaches wherein the 
cavity comprises an elongated channel substantially defined by the casting 
material, the tubular element, and the borehole wall (see Figure 1). 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bosma et al. as applied to claim 1 above, and further in view of Raines (US 
6,102,119). 

With respect to claim 6, Bosma et al. discloses the device as claimed in 
claim 1, wherein the borehole is drilled, subsequent to which the casing is 
installed by conventional cementing methods. The reference, however, fails to 
explicitly teach wherein the conventional cementing method comprises 
employing a casting material of concrete. Raines discloses a method for 
installing a tubular element in a wellbore, wherein, subsequent to drilling the 
wellbore, a filler material of cement or concrete is employed in a fluid state for the 
purpose of subsequently being placed so as to surround the tubular element and, 
thereafter, curing, to hold the tubular element in its position therein (col. 5, line 25 
- col. 6, line 37). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to employ concrete as a casting 
material within the cementing method of Bosma et al. in order yield the 
predictable result of stabilizing the tubular element therein. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Angela M. DiTrani whose telephone number 
is (571 )272-2182. The examiner can normally be reached on M-F, 6:30AM- 
4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jennifer Gay can be reached on (571)272-7029. The fax 
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phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



AD 

04/23/08 



/Zakiya W. Bates/ 

Primary Examiner, Art Unit 3676 



